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DETAILED ACTION 

1 . This communication is in response to amendment filed 6/5/06. 

Response to Amendment 

2. Claims 1, 10, 12, 14, and 19-21 have been amended and new claims 22-29 have been 
added. 

Response to Arguments 

3. Applicants arguments with respect to rejection of claims under 35 USC § 1 12 (second) 
have been considered have been fully considered. Although, prior issues concerning 
indefiniteness has been addressed by the applicant's arguments and accompanying amendment 
of the claims, the examiner has raised new issues concerning the indefiniteness resulting from 
the conditional limitations, (see 35 USC § 1 12 rejection below.) The claims also contain 
deficiency concerning proper antecedent basis as explained in detail below. 

4. Applicant's arguments with respect to rejection of claims under 35 USC § 102 over Katz 
reference are not persuasive considering the breadth of the claim limitations. See explanation 
provided below under 35 USC § 102 rejection. 
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5. The pending claims have been rejected under the revised Interim Guidelines for patentability 
under 35 USC 101 . See detailed analysis provided in the following section. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

7. Claims 1-29 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

In accordance with the revised Interim Guidelines for Subject Matter Eligibility (refer to 
web link, 

http://www.uspto.gov/web/offices/pac/compexam/interim_guide_subj_matter_elig 
for details), a claimed invention must satisfy the requirement that it be directed to a "practical 
application" which is to mean "the claimed invention physically transforms an article or physical 
object to a different state or thing, or ... the claimed invention otherwise produces a useful, 
concrete, and tangible result". 

To determine whether the claimed invention satisfies the "practical application" 

requirement, the claimed invention must produce a useful, concrete and tangible result. The 

focus is on the result of the claim as a whole, not the individual steps or structure used to produce 

the result. 

A useful, concrete and tangible result must be either specifically recited in the claim or 
flow inherently therefrom. To flow inherently therefrom, it must occur. If there is a reasonable 
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exception or it is merely likely that it would occur, it does not "flow inherently therefrom" and 
the claim would need to be amended to specifically recite the result. 

Exemplary analysis of claim 1 is provided which applies to all independent and 
dependent claims. 

Claim 1 recites a method for processing loan information. The claim recites the steps of 
evaluating loan information stored in one or more "staging tables". The intended purpose of the 
evaluation process is to " identify one or more triggers" that are satisfied based on "one or more 
predetermined conditions". The claim further recites steps of (a) identifying one or more rules 
and (b) retrieving the stored loan information from the staging tables when "at least one of the 
one or more triggers" is satisfied. Finally, the claim recites transforming the retried information 
into "one or more outputs" based on at least the one or more rules. 

It is noted that the claim fails to define the terms "loan information", "one or more triggers" 
and "one or more rules" and "one or more outputs" with any specificity or "concreteness" The 
step of evaluating the loan information is too broad, even when considered in view of it's 
objective which is to identify "one or more triggers" as defined in the claim. This is, because, the 
terms "triggers" and "predetermined conditions" have no specified relationship to the loan 
information. Finally, the claim refers to "one or more outputs" without defining the output with 
any specificity, in the context of the loan information. 

Claim 1, when viewed, as a whole is a data processing method pertaining to loan 
information as discussed above. However, one cannot ascertain specifically what the output of 
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the data processing steps is. At best, one may interpret that the output(s) is related to the loan 
information. 

In other words, the claim fails to produce a result, which meets requirements of the 
practical application as specified earlier. The claim fails to produce useful, concrete and tangible 
result as further explained in the following paragraphs. 

For an invention to be "useful" it must satisfy the utility requirement of section 101. The 
USPTO's official interpretation of the utility requirement provides that the utility of an invention 
has to be (i) specific, (ii) substantial and (iii) credible. MPEP § 2107 and Fisher, 421 F.3d at 76 
USPQ2d at 1230 (citing the Utility Guidelines with approval for interpretation of "specific" and 
"substantial"). The claim fails this requirement because it is not specific about the result it 
produces (i.e. outputs). Note that the claimed invention also must recite some utility of outputs 
once such outputs are specifically defined. 

For the reasons discussed above, the claimed invention also fails to produce "concrete " and 
"tangible" result. 

8. This analysis also applies to independent claims 10, 14, 19, 20, 21, 22 and 26 and all 
dependent claims therefrom as none of these claims produce a tangible result. 



Claim Rejections - 35 USC § 112 
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9. Claims 1-29 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Note that analysis of claim 1 is provided as exemplary of all claims. 
10 Claim 1 does not recite the process step of identifying one or more triggers in a positive 
manner (such as "identifying one or more triggers..by evaluating the loan information. . ."). 
Instead the identifying the triggers is only recited as intended result of the evaluation of the loan 
information. Therefore, in the subsequent the limitation(s) "the one or more triggers" lack 
positive antecedent basis. 

11. Claim 1 is also indefinite because of the conditional statements "when at least one or 
more triggers is satisfied" etc., which renders the claim indefinite because the scope of the claim 
when the conditions are not satisfied cannot be determined. For example, the scope of the claim 
when the "one or more triggers" are not satisfied cannot be determined. [Note that the opposite 
condition of "one or more triggers" satisfied is "no trigger" is satisfied.]. 

Claim 22: the limitation "code for sequencing .." does not correlate to the limitation 
"code for transforming". The examiner has considered the latter as "code for ..the one or more 
sequenced rules" to correspond to method claim 10. Similar analysis also applies to 
independent claim 26. Appropriate correction is required. 
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Claim Rejections - 35 USC §102 

12. Claims 1-8 and 14-21 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 

Katz et al. (US 6,993,505). (hereafter Katz). 

With regards to claim 1, Katz discloses a method for processing loan information using a 
financial system, comprising the steps of: 

receiving loan information from one or more source systems; 

(col. 5 L 65- col. 6 L 4 "collecting and analyzing loan data from all the offices of a 
financial institution", col. 7 L 32-39, "variety of sources are fed into a computer system" ); 
storing the loan information in one or more staging tables; 

(col. 6 L 36- 52, "central repository") 

evaluating the loan information stored in the one or more staging tables to identify 
one or more triggers that are satisfied based on one or more predetermined conditions; 

(col. 6 L 53-60, year-to-date analysis for further processing, col. 7 L 47-58 "analysis and 
reporting" the loan data is evaluated for CRA and HMDA compliance and col. 10 L 21-24 " only 
processes those accounts that are either new bookings or were renewed or received line 
increases during the current processing period", triggers=new bookings, loan accounts are 
evaluated to determine new bookings etc.) 

identifying one or more rules, when at least one of the one or more triggers is 
satisfied; 

(col. 66 L 53-60 Rules = CRA and HMDA (fair lending acts) identified for the 
aforementioned loan accounts when the triggers are satisfied) 

retrieving stored loan information from at least one of the one or more staging 
tables to form retrieved information, when at least one of the one or more triggers is 
satisfied; and 

(col. 6 L 53-60, year-to-date analysis for further processing, col. 7 L 47-58 "analysis and 
reporting" the loan data is evaluated for CRA and HMDA compliance and col. 10 L 21-24 " only 
processes those accounts that are either new bookings or were renewed or received line 
increases during the current processing period") 

transforming the retrieved information into one or more outputs based on at 
least one of the one or more rules. 
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(COL. 6 1 53-60 "internal MIS reports are prepared and regulatory fillings are developed 
consistent with the CRA and HMD A). 

Claim 2: Katz teaches, linking the one or more source systems to the financial system. (Figure 1, 
various feeds are linked to the financial system). 

Claim 3: Katz teaches, storing the one or more outputs in a data repository, (refer to claim 1 
storing is inherent to such a system). 

Claim 4: Katz teaches, responding the stored one or more outputs. 

(col. 14 Year-to Date Master maintenance) 

Claim 5. Katz teaches, (the method of claim 4), further comprising the step of: 

defining the one or more source systems to include loan information for one or 
more mortgages. 

(lending data from all the offices of a financial institution). 

Claim 6. Katz teaches, converting the received Loan information to a predetermined format for 
the financial system. 

(col. 6 L 36+ "data is normalized to a standard format") 

Claims 7 and 8. Katz teaches, wherein said step of evaluating further comprises the step of: 

defining at least one of the one or more predetermined conditions as a 
financial event, and defining the financial event as a change in status for a loan. 

(col. 7 L 32+ "certain types of information.. such as credit line increases"). 

Product claims 14-21 are analyzed in accordance with the respective method claims. 

Claim Rejections - 35 USC § 103 

13. Claims 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz. 

Katz, fails to teach one or more specific financial events associated with the one or more 
staging tables. However, Official notice is taken that such events are old and well known in the 
art of loan processing and management. It would have been obvious to one of ordinary skill of 
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the art at time of the invention to define the financial event as any type of financial events 
because it would allow the prior art of Katz to cover broad range of financial events and because 
it would improve Katz in terms of its usefulness. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAGDISH PATEL whose telephone number is (571) 272-6748. 
The examiner can normally be reached on 800AM-600PM M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammel can be reached on (571) 272-6712. The fax phone number for the 
organization where this application or proceeding is assigned is 517-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




Jagdish N. Patel 
(Primary Examiner, AU 3693) 
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